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REMARKS/ARGUMENTS 

Claims 1 1-27 are pending in the application. 

The specification of the application has been amended above to correct an obvious 
error in the chemical structure appearing at the bottom of page 5. 

Claims 1 1-27 are directed to methods of treatment involving the quinolone antibiotic 
known as "moxifloxacin". Moxifloxacin is a member of the genus described on pages 4 and 
5 of the application. The chemical structure of the genus appearing at lines 15-20 on page 4 
is correct. As shown in that structure, moxifloxacin and other compounds of formula (I) have 
a "COOR^" group at the 3 -position. is defined as including H, as well as other possible 
substituents. Thus, the genus described on pages 4 and 5 of the application requires COOR^ 
substitution at the 3 -position, and the COOR^ group may be COOH. 

The structure of the compound moxifloxacin shown at the bottom of page 5 is 
incorrect because the "COOH" group at the 3-position was inadvertently omitted when the 
present application was filed. This error has been corrected by means of the amendment of 
the specification requested above. 

The correction of the structure appearing at the bottom of page 5 does not introduce 
any new matter, since the above-discussed portions of the specification require a COOR^ 
group at the 3-position and specify that the COOR^ group may be COOH. Moreover, in the 
last paragraph on page 5, the specification identifies the "preferred" compound of formula (I) 
by both name (i.e., moxifloxacin) and chemical structure. The chemical structure of the 
compound moxifloxacin was publicly known as of the priority date of the present application 
(i.e., September 30, 1998). The fact that the chemical structure was publicly known is 
demonstrated, for example, by the following information, which appears in the publication 
WHO Drug Information : 
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moxifloxaclnum 

moxlfloxacin 



1-cyclopropyl-6-fluoro-1.4-dihydro-8-melhoxy-7-[(4aS,7aS)-octahydro-6W- 
pyrrolo[3,4-i^]pyridin-6-yl]-4-oxo-3'quinolinecarboxylic acid 
antibacterial 



moxifloxacine 



acide1-cyclopropyl-6-fluorO'8-melhoxy-7-[(4aS,7aS)-octahydro-6H-pyiTolo[3.4- 

£>]pyridin-6-yl]-4-oxo-1 ,4-dihydroquinol^ine-3-carboxylique 

antibactenen 



moxifloxacina 



acido 1 -crclopropil-6-fluoro-1 .4-dihidro-8-nietoxi-7-[(4aS,7aS>-octahidro-6H- 

pirrolo[3,4-i7]pindin-6-il3-4-oxo-3-quinolinacarboxnico 

antibscteriano 



C2lHz4FN304 



151096-09-2 




H 



'CO2H 



O 



The foregoing information was published in WHO Drug Information , Volume 11, No. 4 
(1997), at page 279. Pages 266, 267 and 279 of this publication are attached to this 
Amendment as "Exhibit A". 

Since the correct chemical structure of the compound moxifloxacin was publicly 
known as of the priority date of the present application, the recitation of the term 
"moxifloxacin" in the claims of the present application does not create any indefiniteness 
issues. However, Applicants desire to amend the specification so as to correct the obvious 
error in the chemical structure appearing on page 5 of the application. 

Claims 1 1-27 have been rejected under the judicially-created doctrine of obviousness- 
type double patenting as allegedly being unpatentable over Claims 1-4 and 9-11 of U.S. 
Patent No. 6,395,746. Reconsideration of this rejection is respectfully requested. 

The foregoing rejection is based on an assertion that the claims of U.S. Patent No. 
6,395,746 encompass moxifloxacin. This assertion is incorrect. Formula (I) in Claim 1 of 
the '746 patent does not include cyclopropyl as a possible "Y" group, while moxifloxacin has 
a cyclopropyl group at this position. Thus, the claims of the '746 patent do not encompass 
moxifloxacin. 
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In view of the foregoing remarks, the above-identified patent application is believed to 
be in condition for allowance. A notification to that effect is respectfully requested. 



Attachment: Exhibit A 



Address for Correspondence: 
Gregg C, Brown 
Alcon Research, Ltd. 
6201 South Freeway, Mail Code Q-I48 
Fort Worth, Texas 76134-2099 
Phone: (817)551-8663 
Attorney Docket No.: 1732 US F2 



Respectfully submitted, 

ALCON RESEARCH, LTD. 
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ProposeCIINN:Ust78 




WHO Dnjg Information, Vol. 1 1 , No. 4, 1997 



Proposed International Nonproprietary Names: List 78 

Comments on, or fonmal objections to, the proposed names may be forwarded by any person to the INN Programme 
of the World Health Organization within four months of the date of their publication in WHO Drug Information, \ e for 
Ust 78 Proposed INN not later than 15 May 1998. 

Denominations communes Internationales proposees: Liste 78 

Des observations ou des objections fon7>eiles a regard des denominations proposees peuvent 6tre adressdes par toute 
personne au Programme des Denominations communes Internationales de rCrganlsation mondiale de la Sante dans 
un d^lai de quatre mois k compterde la date de leur publication dans WHO Drug Information, c'est-S-dire pour la LIsta 
78 de DCi Propose le 15 mai 1998 au plus tard. 

Denomlnaciones Comunes Internacionales Propuestas: Lista 78 

Cualquier persona puede diriglr observaciones u objeciones respecto de las denominaciones propuestas, al Programa 
de Denominaciones Comunes Internacionales de la Organizaci6n Jy^undial de la Salud, en un plazo de cuatro meses, 
contados desde la fecha de su pubiicaci6n en WHO Drug Information, es decjr, para la LIsta 78 da DCI Propuestas 
el 15 de mayo da 1998 a mis tanJar. 



F^oposedlNN 

(Latin, English, Frencti, Spanish) 
DCIPropos^ 

DCIPropuBsta 



Chemical name or description: Action and use: Molecular formula 
Chemical Abstracts Service (CAS) registry number. Graphic formula 

Norn chimique ou description: Propri4t4s et indications: Formula brute 
Num^ dans leregfstFBdu CAS: Forrm^e t^velopp6e 

Nombre qufmico o descripctdn: Accidn y uso: Fdrmula empfrica 
Ndmero de registro del CAS: Fdrmula desarrollada 



abarelbcum 

^^^^ A^cetyl-3-(2-naphthyl)<Kaianyl-4rchlorD<Hphenytalanyl-3-(^ 

L-seiyhA^methyj-L-tyrosyl-D-asparaginylH-^eucyNA^-isopropyl-L-lysyl-L-proM^ 
alaninamide 

lutelnlztng'hormone'releasing'hormoneihh^tor 

(A/-ac6tyI-3^(naphlal6n-2-yl)-o-alanylH4-chloro-D-phenylalanyl)^^ 

o-ala^yf^L-seryl-<AMn6thyl-L-tyrosyl)-D-asparaglr^yl-L-leucyi-(W^-(1-m6ft^^ 

L-lysyf)-L-pnolyl-D-aIanlnamide 

inhibiteurde Fhormone deliberation de lalut6ostimuline 

A^etll-aK2-nafBI)-D-atonll-4Kdoro-D-fenilalanil-^(3-pJri^ 
metfK-tinosii-D«paragWKHeucll-A^HSopropj|-HislJH.-pn^^^ 
Ir^bkSorde la hormonadeBt)eraa6n de tiormona lutemizante 

Ct2H»CINi40i4 183552-38-7 



H3C 




CH3 H3C CH3 

la-Ser-Tyr-lMsn-Leu-'Ljf5-PrD-I>Ala-NH2 
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Proposed INN: List 78 



acidum mlnodronicum 



minodronlcacid 
acide minodronique 
acido mlnodronico 



atreleutonum 
alreleuton 

atrdleuton 

atreleutdn 



aviptadilum 

aviptadil 

aviptadil 



(1 -hydroxy-2-imldazo[1 ,2-a]pyndln-3-yiethyfldene)diphosphonic add 
calcium regulator 

acide [1 -hydroxy-2-(imidazo[1 ,2-a]pyridin-3-yl)6thylid6ne]diphosphonique 
r§gulataurducafcium 

dcldo 1-hidroxl-2-linlda2ot1 ,2-alpiridin-3-ilelindeno)difosf6nlco 

reguladordet calcio 

CgHi2N207P2 127657-42-5 



1 -[(fl)-3-[5-(p-f luorDb8nzyl)-2-thienyl]-1 -methyl-a-propynylj-l -hydroxyurea 
£ffiUas&vnaUc 

1-1(1 fl)-3-I5-(4fluoroben2yl>lhioph6n-2-yl]-1 -melhylprop-2-ynyl]-i -hydroxyurea 
antiasthma^e 

1-[(>^-3-(5-(p-fluorobericil)-2-tlaniQ-1-rTie1il-2-propinifl-14ildro^^ 
antiasmatico 



L-histidyl-L-seryl-L-aspartyl-L-alanyl-L-valyK-phenylalariyl-L-lhreonyl- 

L-aspai1y[-L-asparaginyl-L-tyrosyl-L-threonyl<-arginylH.-leiJcyl-t-arginyl-L-lysyK- 

glutaminyK-nraethlonyl-L-alanyl-L-valyJ-L-Iysyi-L-lysyl-L-tyrosyl-L-leucyl- l- 

asparaginyK-seryl-L-isoleucyl-L-leucyl-u-asparagine 

vascxStatator 

L-hislidyl-L-s6fy!-L-aspartyl-L-alanyl-L-vaIyl-L-phenyialanyI-L-threonyI-L-aspartyl- 

L-asparagiryl-L-tyrosyl-L-thr6onyI-L-arginyl-L-leucyl-L-afglnyJ-t-lysyl- 

L-glularriiriyi-L-rnethioriyl-L-alanyl-L-valyl-L-lysyl-L'Iysyl-L-tyfosyl-u-leucyl- 

L*asparag iny1-u-seryi -l-I soteucyl-L-l eucyK-asparagina 

vasoc^latateur 
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CgaP^qHaaFNaOa 941 53-50-1 




CI 



mitiglinidum 
mrti^inide 

mitiglinidd 
mitiglinida 



(•)-(25,3a,7a-c/5)-a-benzy]hexahydro-y^oxo-2-isoindolinebutyric acfd 
antfdlabe^ 

(-)-acide (2S)-2-baizyl-4-[{3afl,7aS)-octahydro-2/:^soindol-2-yll-4- 

oxobutandTqud 

antxffabettque 

actdo (-)-(2S.3a,7a'C/5}-a-bencilhexahldro-r^xo-2'isoindolinbtitrrioo 
antfd(ab6tioo 



145375-43-5 




moxlfioxaclnum 

moxifloxacin 



moxrfloxacine 



moxifloxacina 



1 -cyclopropy(-6-fluoro-1 ,4-dihydro-8-melhoxy-7-[(4aS,7aS)-bc1ahydro-6H- 
pyrrDlo[3,4-£]]pyridi n-6-yi]-4-oxo-3-quinolinecarboxylic acid 
antibacterial 

acide 1 <yclopropyl-6-ftuoro-8-melhoxy-7-[(4aS,7aS)-octahydro-6A+pyrrolo[3,4- 
|j]pyridin-6-yi]-4-oxo-1 ,4-dihydroquinoI6ine-3-caiboxylique 

dcido 1 -ciclopropil-e-fluoro-l ,4-dihidro-8-metoxi-7-[(4aS;7aS)-octahidro-6/:f 

pirrolo[3,4-iC7]pindm-6-il}'4-oxo-3-c|uinol1nacarboxnioo 

anilbacteriano 



C2iHa*FN304 



151096-09-2 



OCH3> 




CO2H 



279 



